U.S. Serial No. 10/049,427 
Group Art Unit 1617 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In Re the Patent of: ) Group Art Unit: 1 634 

Kathryn Nance North ) 

Patent No. 7,615,342 ) 

) Examiner: Steven C. Pohnert 

Appl. No.: 10/527,831 ) Confirmation No.: 1014 

Filed: 01/09/2006 ) 

Atty.FileNo.: 5517-19 ) 

) Electronically Filed 
For: ACTN3 GENOTYPE ) 
SCREEN FOR ATHELETIC ) 
PERFORMANCE ) 



Mail Stop Petition 
Commissioner for Patents 
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STATEMENT UNDER 37 C.F.R. $ 1.705(b)(2) 

Dear Sir: 

1. This statement is respectfully submitted in support of the "Application for Patent 
Term Adjustment Including Request for Reconsideration Under 37 C.F.R. § 1 .705(d)" 
for the above-referenced patent. In view of the following, it is respectfully requested 
that Patentee be granted a patent term adjustment of 382 days. 

2. The patent term adjustment indicated on published issued patent 7,615,342, issued 
November 10, 2009, under 35 U.S.C. §154(b) is 82 days (a copy of the first page of 
the patent is submitted herewith as Exhibit A). This determination of 82 days is in 
error. The correct patent term adjustment is 382 days. The relevant ground for 
adjustment under 37 C.F.R. §1.702 is: (b) "Failure to issue a patent within three years 
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from the actual filing date of the application". The relevant dates and facts will be 
discussed below. 

A. "Three Years Delay" Pursuant to 37 C.F.R. § 1.703(b) 
Patentees are entitled to a period of patent term adjustment pursuant to 37 C.F.R. 
§ 1 .703(b). The period of delay under 37 C.F.R. § 1 .703(b) is equal to the number of 
days in the period beginning on the day after the date that is three years after the date 
on which the above referenced application was filed under 35 U.S.C. 1 1 1(a) or the 
national stage commenced under 35 U.S.C. 371(b) or (f), i.e. March 15, 2005, and 
ending on the date a patent is issued (hereinafter "Three Years Delay"). As the 
national phase commenced on March 15, 2005 and the patent issued on November 10, 
2009, the period of Three Years Delay will be 605 days. This value was not listed in 
the calculations by the Office (See Exhibit B). 

As set forth in 37 C.F.R. §1 .703(f), Patentee is entitled to a period of patent term 
adjustment equal to the period of delays based on the grounds set forth in 37 C.F.R. 
§ 1 .702 (hereinafter "Office Delay") reduced by the period of time during which 
Patentee failed to engage in reasonable efforts to conclude prosecution pursuant to 37 
C.F.R. §1.704 (hereinafter "Applicant Delay"). With respect to the above-referenced 
application, the total period of Office Delay is the period of the Three Years Delay 
(605 days) under 37 C.F.R. § 1.703(b), as no other Office Delay under § 1.703(a), (c), 
(d), or (e) is applicable. 

To calculate the period of patent term adjustment, the total period of Office Delay is 
reduced by the period of Applicant Delay, which the USPTO calculates as a period of 
223 days (see "Applicant Delay" in Exhibit B). Patentee does not dispute the 
Applicant Delay calculated by the Office. As detailed below, Patentee concludes that 
that Applicant Delay is 223 days. Accordingly, Patentee submits that the correct 
patent term adjustment for the above-referenced application is 382 days which is the 
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difference between the total period of Office Delay (605 days) and the period of 
Applicant Delay (223 days) (see below). 

B. "Applicant Delay" Pursuant to 37 C.F.R. $1 .704 

Pursuant to 37 C.F.R. § 1 .704 the period of adjustment of the term of the patent due to 
examination delay is reduced by the period of Applicant Delay. The circumstances 
during the prosecution of the application that resulted in the above-identified patents 
are summarized as follows: 

(i) Pursuant to 37 C.F.R. § 1.704(b), the period of adjustment of the term of a patent 
under 37 C.F.R. § 1.703(a) through (e) is reduced by the period of time in excess of 
three months that is taken to reply to any notice or action by the Office. A non-final 
Office Action was mailed on May 8, 2007. Applicant responded to the non-final 
Office Action on November 8; 2007, which is three months and 92 days after the 
mailing date of the non-final Office Action. This constitutes a 92 day Applicant Delay 
under 37 C.F.R. § 1 .704(b), in agreement with the Office. 

(ii) A second non-final Office Action was mailed on February 4, 2008. Applicant 
responded to the second non-final Office Action on August 13, 2008 which is three 
months and 92 days after the mailing date of the second non-final Office Action. This 
constitutes a 92 day Applicant Delay under 37 C.F.R. § 1.704(b). 

(iii) Pursuant to 37 C.F.R. §1.704(c)(8), the period of adjustment of the term of a 
patent under 37 C.F.R. § 1 .703(a) through (e) is reduced by the submission of a 
supplementary reply or paper after a reply is filed. The period of adjustment is the 
number of days after the initial reply was filed. An Supplemental Reponse was filed 
on March 19, 2009, 36 days after the filing of the Amendment after Final Rejection 
on February 11, 2009. This constitutes a 36 day Applicant Delay under 37 C.F.R. 

§ 1.704(c)(8). 
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(iii) Pursuant to 37 C.F.R. §1.704(c)(10), the period of adjustment of the term of a 
patent under 37 C.F.R. § 1.703(a) through (e) is reduced by the submission of an 
Amendment under § 1 .3 12 after the issuance of a Notice of Allowance. The period of 
adjustment is the number of days beginning on the date the Amendment under § 
1.312 was filed and ending on the mailing date of the Office action or notice in 
response to the amendment under § 1.312. An Amendment under § 1.312 was filed 
on June 27, 2009 and the Office mailed a Response to Amendment, 2 days later, on 
June 29, 2009. This constitutes a 3 day Applicant Delay under 37 C.F.R. 
§1.704(c)(10). 

The Total Applicant Delay is calculated as follows: 
Response to First Office Action Delay 92 days 
Response to Second Office Action Delay 92 days 
Supplemental Response . 36 days 

Amendment under § 1.312 ■ • \ 3 days 

Total Applicant Delay 223 days 

As indicated on the PTA History (Exhibit B), the Office has calculated a period of 
Applicant Delay of 223 days. This is in agreement with the Applicant Delay 
calculated by Patentee, as explained above. 

C. Calculation of Correct Patent Term Adjustment Pursuant to 37 C.F.R. S 1.702(f) 

As set forth in 37 C.F.R. § 1.703(f), Patentees are entitled to a period of patent term 
adjustment equal to the period of PTO Delay reduced by the period of Applicant 
Delay. Therefore, Patentee submits that the correct patent term adjustment for the 
above-referenced application is 382 days, which is the difference between the total 
period of Office Delay (605 days) and the period of Applicant Delay (223 days). 
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D. No Terminal Disclaimer 

In accordance with 37 C.F.R. § 1.705(b)(2)(iii), Patentee submits that the above 
identified application is not subject to a terminal disclaimer. 

E. Conclusion 

In view of the foregoing, it is respectfully requested that this Application for Patent 
Term Adjustment be favorably considered and that a corrected Determination of 
Patent Term Adjustment and Certificate of Correction be issued to reflect a patent 
term adjustment of 382 days. 



Respectfully submitted, 



SHERIDAN ROSS P.C. 




Registration No. 50,928 
1560 Broadway, Suite 1200 
Denver, Colorado 80202-5141 
(303) 863-9700 



Date:. 
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